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APPEAL BRIEF 

This Appeal Brief is submitted in response to the 21 Oct. 2002 Office Action. 

1 REAL PARTY IN INTEREST 

The real party in interest is the applicant inventor. 

2 RELATED APPEALS AND INTERFERENCES 

There are no related appeals nor interferences which will directly affect nor be directly 

affected by nor have a bearing on the Board's decision in this appeal. 

3 STATUS OF CLAIMS 

Claims 1-19 are pending. Claims 4-5 stand objected to. Claims 1-3 and 6-19 stand twice 

rejected. 



4 STATUS OF AMENDMENTS 

There are no pending claim amendments. 
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5 SUMMARY OF INVENTION 

5.1 The Prior Art 

This invention relates to headhunting on the internet. 

The prior art includes various data bases where job openings can be listed and candidates 
5 can submit resumes. This art includes non-computer art, such as newspaper and radio help- 
wanted classifieds. The prior art also includes computer systems like internet based job-opening 
or resume databases. Examples include Jeffrey C. TAYLOR, United States Letters Patent No. 
5,832,497 (3 Nov. 1998). The computer-based art, however, functions simply as an electronic 
analog of newspaper classified advertising, advertising job openings and accepting resumes. The 
10 prior art requires a potential candidate to search for iob openings (in the newspaper classifieds, 
for example, or the internet), write a resume, and then submit the resume to a newspaper or 
internet site for storage in a data base and review. Potential candidates, who do not do this, do 
not show up. Thus, employers never get a chance to consider them. 

This is unfortunate, because the very best candidates often are not constantly seeking 
15 employment, and thus never get considered when a particular job becomes available. These 
candidates will not necessarily search the information posted in the employment classified ads, 
nor the various internet job sites. Further, because these potentially excellent candidates may not 
be actively seeking employment, they may not have a resume. 

The claimed invention solves this problem. Rather than forcing a candidate to actively 
20 seek employment, the claimed invention can actually search for and find potential candidates - 
even candidates who are not actively seeking employment, and do not have a resume. That's 
why Mr. REUNING calls his invention a "candidate chaser" - it chases good talent down, rather 
than waiting for good talent to find it. Thus, in contrast to the prior art, the claimed invention 
dispenses entirely with the requirement for a resume, a resume database, and a user interface 
25 required to ease resume entty into the database. Unlike the prior art, the claimed invention can 
work without these structures at all. 

How the claimed invention does this, is summarized in the Specification at page 5, lines 
2-13. The invention (a) locates Internet web postings that contain operator specified keywords 
{e.g.. Boolean search terms); and (b) fi-om those web postings, extracts the e-mail address, so that 
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(c) an e-mail may be sent to the extracted e-mail address, advertising a given specific job 
opening. The claimed system does not require candidates to post resumes. Rather, the claimed 
system can "review[] data contained on Internet web sites, newsgroup postings and other data 
sources that may exist ... on the net." Specification at 5, lines 16-21. 
The process is described in the claims. Claim 1 reads: 

1. A system for locating an individual with specifically defined professional 
qualifications, the system comprising: 

a. a filter that can search a web page to identify in said web page the presence 

or absence of specifically defined professional qualifications, and 

b. an e-mail address extractor that can extract an e-mail address fi-om said web 

page. 



Thus, the claimed invention entails two elements - a filter and an e-mail address extractor. 
These elements are put together to make a novel combination. This new combination achieves a 
1 5 result qualitatively different than that achievable using prior art approaches. 
5.2 Conclusion 

The six year prosecution of this case has addressed dozens of patent and non-patent 
references. See REUNING, S.M., U.S. Letters Patent No. 6,381,592 (copy attached). The 
Office has concluded that the most-relevant reference is Jeffrey C. TAYLOR, U.S. Letters Patent 
20 5,832,497. 

The Office reviewed TAYLOR and said that TAYLOR does not teach an e-mail address 
extractor. Reasons for Allowance at 2 (29 June 2001). The Office also reviewed the claim 
language and found it statutory. Based on this, the Office allowed the parent patent application. 
Now, in reviewing this continuation application, the Office seeks to contradict its earlier 
25 factual findings. The 21 October 2002 Office Action rejects the claims over TAYLOR, and 
rejects claim language as vague. 

These rejections should be reversed because they are factually incorrect. Furthermore, 
the rejections must be reversed as a matter of law, because they are illegal. 
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6 ISSUES 

6.1 The Issues Presented 

The issues presented in this case fall into two classes: issues relating Section 1 12, second 
paragraph, and issues relating to TAYLOR. 

6. 1. 1 Section 112 Issues 

Whether issuing a parent patent constitutes a finding that the claim terms used are not 
vague under 35 USC 112, second paragraph, when those claim terms are copied into a 
continuation application? 

Whether granting a Petition to Make Special based on "rigidly comparing" the 
application claim to an allegedly infringing device, is a concession that the claim is clear enough 
to "rigidly compare" to an allegedly infringing device, and therefore not vague under 35 USC 
112, second paragraph 

Whether rejecting a claim over prior art is a concession that the claim is clear enough to 
compare to the prior art, and therefore a concession that the claim is not vague under 35 USC 
1 12, second paragraph? 

Whether a claim can be rejected under Section 1 12, second paragraph where the Office 
Action does not propose any "improved mode of definition" for the disputed claim tenn? 

Wliether the Office Action has pled a prima facie case that the claim terms "advanced 
natural language screening technology" and "as many linking levels as desired" are vague? 

6.1.2 Prior Art Is.sues 

Whether issuing a Notice of Allowance reciting specific factual reasons for allowance 
precludes the Office from later contesting those facts? 

Whether TAYLOR teaches "a filter that can search a web page to identify in said web 
page the presence or absence of specifically defined professional qualifications"? 

Whether TAYLOR teaches "an e-mail address exfractor that can extract an e-mail 
address from said web page"? 

Whether a claim may be rejected based on a reference not of record? 

Whether a claim may be rejected based on unsupported "Official Notice"? 
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6.2 The Reference Relied on by the Examiner 

The Examiner relies on Jeffrey C. TAYLOR, United States Letters Patent No. 5,832,497, 

TAYLOR teaches a "system for posting job advertisements which includes a search mechanism 
and which allows applicants to submit, via on-line access, resumes and apply for the jobs." Id- at 
col. 1, lines 8-11. TAYLOR teaches using two databases: a job-opening database, and a resume 
database: 

The system manages a data base of job postings. Each posting is stored in a job 
record, and the system is capable of searching on a plurality of keys in the job 
record to identify a job suitable to a particular applicant. The system then 
facilitates creation of a resume record and designation of a resume record for an 
accessible resume base or a selected job record. Finally, the system permits query 
of a resume base in order to identify recruitment candidates for job positions. 

Id. at Abstract. TAYLOR is newspaper classified advertising put on-line. TAYLOR requires an 
on-line job opening data base, requires the applicant to review this data base , and requires the 
applicant to submit resume data to a resume database. The claimed invention does not. 

Further, TAYLOR does not teach a filter not an e-mail address extractor. The Office said 

so: 

This invention teaches the combination of comparing text against professional 
qualifications and electronically extracting e-mail addresses when those 
qualifications are met .... Taylor only performs the comparison of text and does 
not suggest any extraction step involving e-mail data. There is no evidence that it 
would have been obvious to modify Taylor to perform extraction of e-mail 
addresses. 

Reasons for Allowance at page 2, t 3 (29 June 2001) (copy attached). The Office now 
argues that the Office's own factual finding should be binding on the Applicant, but not binding 
on the Office. This argument is creative, but is not new- the Supreme Court has already 
addressed this issue, and said it is illegal. 



7 GROUPING OF CLAIMS 

The claims are each separately patentable, as explained in the following Argument. 
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8 ARGUMENT 

We address the 35 USC 1 12 issues first. Second, we address TAYLOR. 

9 THE 112 SECOND PARAGRAPH REJECTIONS 

Claims 9-12 and 16-19 stand rejected under 35 USC 1 12, second paragraph. The Office 

Action argues that the terms "natural language screening" and "as many linking levels as 
desired" are vague. 

These rejections must be reversed, because the Office has already found these terms 
statutory. The rejections should he reversed, because they are factually unsupported. 

9.1 The rejections must be reversed because 
the Office has already conceded the 
disputed terms are not vague 
The rejections must be reversed because the Office has already found the disputed terms 

statutory. The immediate application is a continuation of U.S. Letters Patent No. 6,381,592 
(copy enclosed). The '592 patent contains the claim term "natural language screening." This 
claim term is statutory, because it is recited in issued patent claims. Because this language was 
found statutory in the '592 patent, the Office cannot now object to it in the continuation . 
application. 

Furthermore, Applicant filed a Petition To Make Special based on infringement. The 
Petition notes that the infringing system "uses advanced natural language screening 
technology." Petition To Make Special at 4, line 6-7 (15 Feb. 2000) (copy attached). In 
reviewing the Petition, the Office reviewed "a rigid comparison of the alleged infringing 
device, product or method with the claims of the application" DECISION ON Petition To Make 
Special f 2 (22 Mar. 2000) (emphasis added) (copy attached). A "rigid comparison of the 
claims" requires, dejure, that the claims be clear. See, e.g., In re Steele. 305 F.2d 859 (C.C.P A. 
1962) (claims cannot be compared to prior art references based on a speculative claim 
interpretation). Here, because the Office granted the Petition, the Office conceded that the 
claim language is not vague. 
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9.2 The rejections are factually unsupported 

The Office bears the burden of establishing a prima facie case that the disputed terms are 
vague. The Office has not done this. To the contrary, the Office Action explains the clear 
meaning of the disputed terms. In so arguing, the Office Action establishes a prima facie case 
that the terms are clear. 

The Office Action says the phrase "as many linking levels as desired" means 
"encompass one level, multiple levels, or no levels at all." Office Action at 2 (12 June 02). 
The Office Action says this "is broad enough to allow for extraction of e-mail from zero 
linking levels." Id- at 3. This is correct. Similarly, the Office says that in natural language 
searching, "the keywords are natural language, the iterative search engine performs its query 
processing based on a processing of natural language." Id. at 3. This is correct. The Office 
Action thus establishes a prima facie case that the disputed terms are clear - not vague. 

Furthermore, the uncontroverted factual record in this case shows that the phrase 
"advanced natural language screening teclmology" is understood in the art. For example, the 
web-site for WebHire, Inc. says "It uses advanced natural language screening technology to 
filter out non-relevant information, while uncovering the resumes other research tools miss." See 
Petition To Make Special at page 4, line 6-9 (italics added). This evidence shows the phrase 
is understood in the art. This evidence - the only on-point evidence of record - shows that the 
phrase is understood in the art. 

Furthermore, as part of establishing a prima facie case, the Office bears the burden of 
proposing alternative language which would be more clear than the disputed term: 

In cases where a sound rejection on the basis of prior art which discloses the 
"heart" of the invention (as distinguished from prior art which merely meets the 
terms of the claims), secondary rejections on minor technical grounds should 
ordinarily not be made. Certain technical rejections (e.g. negative limitations, 
indefiniteness) should not be made where the examiner, recognizing the 
limitations of the English language, is not aware of an improved mode of 
definition. 

Manual Patent Exam. Proc. § 707.07(g) (2001). Here, the Office Action does not propose 
any "improved mode of definition." Because the Office has not even suggested an "improved 
mode," the indefiniteness rejection "should not be made." Id. 
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The Office Action itself, and the only evidence of record, show that the claims are 
clear. The Section 1 12 rejections should thus be withdrawn. 

10 THE REJECTIONS OVER TAYLOR 

Claims 1-3 and 6-19 stand rejected over TAYLOR. These rejections must be withdrawn, 

because the Office has already found TAYLOR does not anticipate the claims. These rejections 
should be withdrawn, because they are factually unsupported. 

Claim 1 reads, "A system . . . comprising: a. a filter that can search a web page to identify 
in said web page the presence or absence of specifically defined professional qualifications, and 
b. an e-mail address extractor that can extract an e-mail address from said web page" (emphasis 
added). Claim 1 thus requires both a filter and an e-mail address extractor. TAYLOR has 
neither. 

10.1 TAYLOR does not teach a "fiher 
that can search a web page" 
Claim 1 requires, "a filter that can search a web page to identify in said web page the 

presence or absence of specifically defined professional qualifications." TAYLOR teaches 

identifying professional qualifications. TAYLOR does not, however, do this with "a filter that 

can search a web page." Rather, TAYLOR teaches doing this by having the job applicant submit 

their professional qualifications into a searchable resume database. Taylor explains: 

The resume base (105) is an electronically stored database. The resume base is a 
collection of resumes stored in electronically readable memory. The resume 
records will advantageously include fields specifying name, address, telephone 
number, E-mail address and narrative fields. 

Id. at col. 5, lines 30-35. TAYLOR thus requires the job applicant to enter their professional 
qualifications in a resume database. TAYLOR thus requires a potential candidate to write a 
resume and then submit the resume for storage in a data base . Potential candidates who do not 
do this, do not show up in the database. 

For any job opening, however, many potentially excellent candidates may not be actively 
seeking employment when the job becomes available. Because these potentially excellent 
candidates may not be actively seeking employment, they may not circulate their resumes 
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widely, if at all. Thus, employers never get a chance to consider these candidates. This is 
unfortunate, because the very best candidates often are not currently seeking employment, and 
thus never get considered. 

The claimed invention solves this problem. Rather than forcing a candidate to actively 
seek employment, the claimed invention can search for and find potential candidates - even 
candidates who are not actively seeking employment, and do not have a resume prepared at all. 
That's why Mr. REUNING calls his invention a "candidate chaser" - it chases good talent down, 
finding good talent by searching the web, rather than waiting for good talent to find it. The 
claimed invention can do this because it has "a filter that can search a web page to identify in 
said web page the presence or absence of specifically defined professional qualifications." Thus, 
the claimed invention dispenses entirely with the requirement for a written resume , a resume data 
structure, and a user interface required to ease resume uploading into the database. Unlike 
TAYLOR, the claimed invention can work without these structures at all. 

The Office Action alleges that in TAYLOR "the iterative search engine (106) locates a 
web page." Office Action at 3, line 8(12 June 2002). This is baseless speculation. 

TAYLOR teaches an iterative search engine (element 106). The search engine (106) 

handles queries to the resume and job-opening database. TAYLOR explains: 

The system will also include an iterative search engine 106 which handles queries 
to the resume and job data base. . . . The resume management / job management 
module 104 and the iterative search engine 106 may be implemented through 
commercially available database management systems. 

TAYLOR at col. 4, lines 6-14 (italics added). Element 106 searches a database. Element 106 
does not search weh pages. Nothing in TAYLOR says it does. Therefore, element 106 is not "a 
filter that can search a web page to identify in said web page the presence or absence of 
specifically defined professional qualifications." Because TAYLOR does not teach this, 
TAYLOR cannot anticipate the claims. 
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10.2 TAYLOR does not teach an 
"e-mail address extractor" 
Taylor teaches obtaining e-mail address by having job applicants enter them into the 
resume data base. Taylor explains: 

The resume base (105) is an electronically stored database. The resume base is a 
collection of resumes stored in electronically readable memory. The resume 
records will advantageously include fields specifying name, address, telephone 
number, E-mail address and narrative fields. 

Id. at col. 5, lines 30-35. TAYLOR thus requires the job applicant to enter their E-mail address 
(together with their name, address and telephone number) in a resume base. Potential candidates 
who do not do this, do not show up in the TAYLOR resume base. This is why the Office 
conceded that TAYLOR does not teach extraction of e-mail addresses from web content (nor 
anywhere else): 

This invention teaches the combination of comparing text against professional 
qualifications and electronically extracting e-mail addresses when those 

qualifications are met Taylor only performs the comparison of text and does 

not suggest any extraction step involving e-mail data. There is no evidence that it 
would have been obvious to modify Taylor to perform extraction of e-mail 
addresses. 

REASONS FOR ALLOWANCE at page 2, ^3 (29 June 2001) (copy enclosed). 

Now, however, the Office seeks to reverse position. This is illegal, because the Office is 
bound by its own prior decision. In re Lundberg and Zuschlag . 126 USPQ 412, 414 (CCPA 
1960) (copy attached) ("patentability over the prior art is not reconsidered as a virgin problem. 
On the contrary, the prior decision stands, right or wrong, for all disputed issues there decided."). 

10.2.1 Collateral Esto p pel 

Collateral estoppel' arises when an issue of fact is litigated to a final judgment, and that 
fact is essential to the final judgment. Collateral estoppel applies to Patent Office proceedings. 
The Supreme Court says so: 

While the rules that govern the finality and conclusiveness of adjudications at the 
common law do not apply, in the strict sense, to administrative or quasi-judicial 



' Collateral estoppel, also called "issue preclusion," is a species of "res judicata." 
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action in the Executive Departments of Government, yet in administrative action, 
as well as in judicial proceeding, it is both expedient and necessary that there 
should be an end of controversy. Sometimes, the element of finality is inherent in 
the nature of the action taken; as, for example, when letters patent have been 
granted, they may not be recalled, and the rights of the parties holding them again 
investigated. Where rights have become vested as a result of legitimate executive 
action, such action is necessarily final, and it is not competent thereafter for 
executive action to divest them, either by way of a review of the proceedings or 
by any new proceedings instituted with that view. Especially is this principle 
applicable to the proceedings of the Patent Office, which are so nearly akin to 
judicial proceedings as to be most appropriately designated as quasi-judicial. 

Qveriand Motor Co. v. Packard Motor Co. . 274 U.S. 417, 421 (1927) (emphasis added); accord 
Texas Instr. v. Cypress Se miconductor Corp .. 90 F.3d 1558, 1568 (Fed. Cir. 1996). Collateral 
estoppel prohibits the Office from re-litigating factual issues which have already been decided. 
Collateral estoppel is thus "a« absolute bar to relitigation, not only of those matters actually 
litigated in the prior suit, but also any other matter which might have been acted upon in the prior 
suit." Schwartz, S.D., Res Judicata As Applied in Patent Office Prosecution, 159 J. Pat. Off. 
Soc. 637, 638(1967). 

Here, the Patent Office has already found that TAYLOR "does not suggest any extraction 
step involving e-mail data." Reasons for Allowance at 2 (29 June 2001). That factual 
finding is essential to the final judgment (the decision to grant the '592 patent). Thus, there is an 
absolute bar prohibiting the Office from contesting its own earlier finding. Schwartz, ibid. 

This result is good policy. Forcing Applicant to repeatedly litigate the same factual issue 
is a "misallocation of resources." Blonder-Toneue. Inc. v. Univ. of Illinois Foundation . 169 
USPQ 513, 519 (U.S. 1971). Permitting the Office to repeatedly dispute the same issue "reflects 
either the aura of [a] gaming table or 'lack of discipline and of disinterestedness' on the part of 
the [Patent Office]." Id- (noting that collateral estoppel is for "the prevention of harassment" of a 
party). Here, the spurious rejections raised in the five OFFICE Actions in this case since its 
original filing, waste resources and even evince "lack of disinterestedness" or even "harassment" 
by the Office. The Board should not let the patent examination process degenerate into a 
"gaming table" of unfounded rejections. 
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10.2.2 Claims cannot be rejected over a 
reference not of record 

The rejection must be withdrawn as a matter of law because the rejection relies on a 
reference not of record. 

TAYLOR was filed 10 August 1995. TAYLOR says, "A system according to the 
invention has been made accessible through the world wide web." Id. at col. 6, lines 58-60. 

The quoted sentence does not mention the word "e-mail," let alone "extraction." 
Nonetheless, the Office Action asserts that this sentence discloses e-mail address extraction. 
The Office Action argues that in the website referred to, "e-mail addresses are presented as 
hyperlinks. Clicking on such a hyperlink pops up an e-mail system which extracts the e-mail 
address and creates an email to be sent to the e-mail address spelled out by the hyperlink. This e- 
mail system thus serves as an e-mail extractor." Office Action at 3 (21 Oct. 2002). The 
Office Action elaborates, 

Taylor's existing e-mail system reads as the extractor. Examiner is not stating 
that this feature is an obvious modification, but rather, that it is anticipated by 
Taylor. This feature derives fi-om the incorporation by reference of the 
Monster.com website (col. 6, lines 58-60), in which e-mail addresses are 
presented to the user in the form of hyperlinks. When the user clicks on the 
hyperlinked address, the e-mail address is extracted and used to set up an e-mail 
with the user's own e-mail system. Thus, the user's e-mail system effectively 
functions as an e-mail extractor when the user is accessing the Monster.com 
website. 

Id. at 6. Thus, the Office Action alleges that in the 1995 Monster.com website: (i) "e-mail 
addresses are presented to the user," (ii) "e-mail addresses are presented in the form of 
hyperlinks " (iii) "when the user clicks on the hyperlinked address, the e-mail address is 
extracted," (iv) "when the user clicks on the hyperlinked address, the e-mail address is used to 
set up an e-mail with the user's own e-mail system," and (v) "the user's e-mail system 
effectively functions as an e-mail extractor when the user is accessing the Monster.com website." 
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These factual allegations are unsupported, because the 1995 website is not of record.^ 
The Office has not only refused to make it of record, the Office refuses to even provide a copy to 
the Applicant for review. Office speculation on what a website did or did not do in 1 995 is 
speculation. This is reversible error. 

The Office Action claims that the 1995 website need not be made of record, nor 
provided to the Applicant, because the 1995 website is "incorporated by reference" into 
TAYLOR. It is not. TAYLOR (at col. 6, lines 58-60) says the website is "A system according 
to the invention." TAYLOR thus says the website is the invention disclosed and claimed in the 
TAYLOR patent. For the TAYLOR patent, this is not "nonessential" subject matter (such as the 
background or the state of the prior art) eligible for incorporation by reference. Manual 
Patent Exam. Proc. § 608.0 l(p)(I)(A) (2001). Rather, the web site is "essential" subject 
matter. Id. Essential subject matter cannot be "incorporated by reference" into the TAYLOR 
patent from a non-patent publication such as a website. Manual Patent Exam. Proc. § 
608.01(p)(I)(A) (2001). Thus, the 1995 website is not be "incorporated by reference" into 
TAYLOR. Id. 

Rather, the exact opposite is true. Because TAYLOR is a U.S. patent, and is used to 
reject the claims under § 102(e), "the disclosure relied on in the rejection must be present in the 
issued patent." Manual Patent Exam. Proc. § 2136.02 (2001). For example, "portions of the 
patent application which were cancelled" and "subject matter which is disclosed in the parent 
application but not included in the [relied-on] continuation-in-part," cannot be used to support a 
§ 102(e) rejection. Ex parte Staleeo . 154 USPQ 52 (B.P.A.I. 1966); In re Lund . 376 F.2d 982 
(C.C.P.A. 1967). Here, the disclosure relied on - a website from 1995 - is not disclosure present 
in the issued patent. The examiner's rationale is reversible error. 



These factual allegations are also incorrect. TAYLOR teaches the e-mail addresses should be entered into the 
resume database by the job applicant, rather than extracted from web pages by an e-mail address extractor. Thus, 
allegations iii and v are directly contradicted by TAYLOR. 
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10.3 Claims cannot be rejected on "Official Notice" 

The Office Action says that TAYLOR cannot anticipate claims 2 and 3 because 
TAYLOR does not teach "relevancy scoring." 

The Office Action, however, takes official notice that (i) "relevancy scoring for search 
resuhs is very well known in the art of database searching," (ii) "It would have been obvious to 
one of ordinary skill in the art to modify Taylor to include relevancy scoring of results," and (iii) 
"relevancy scoring of results to reduce the need to review a large number of hits [] is very well 
known in the art." Office Action at 4 (21 Oct. 2002). ^fhese three factual assertions are illegal. 

Factual assertion (ii) is illegal because a suggestion to combine cannot be based on a 
judicially-noticed fact. Ex parte Grochowski . No. 95-1343 at 5 (B.P.A.L June 27, 1995). 
Factual assertions (i) and (iii) are illegal because judicial notice cannot be used to establish what 
is "very well known in the art." In re Evnde . 178 USPQ 470, 474 (C.C.P.A. 1973) ("The facts 
concerning the state of the art are normally subject to the possibility of rational disagreement 
among reasonable men and are not amenable to the taking of [judicial] notice. If evidence of 
the knowledge possessed by those skilled in the art is to be properly considered, it must be timely 
injected into the proceedings"). Allegations concerning specific "knowledge" of the prior art 
should be supported, and noticed facts "should not comprise the principle evidence upon which 
rejection is based." In re Ahlert . 165 USPQ 418, 420 (C.C.P.A. 1970). 

Relying on judicial notice of what a skilled artisan would envision is reversible error. Ex 
parte Nouel , 158 USPQ 237 (B.P.A.I. 1967). Even the Office Action concedes that Official 
Notice may be used only for facts "which are capable of instant and unquestionable 
demonstration as being well known in the art." Office Action at 6 (21 Oct. 2002) (emphasis 
added). Applicant has asked the Office to provide an Affidavit of References demonstrating 
such "instant and unquestionable" facts. Reply at 6 (23 July 2002). The Office has refused to 
respond. 

Because the Office has refused to produce an Affidavit of References, the factual 
assertions must be withdrawn and the rejections relying on them withdrawn. 
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11 SUMMARY 

The Issues Presented in this case should be resolved as follows: 

1) Issuing a patent constitutes a finding by the Office that the claim terms there used are 
statutory, if copied into a continuation application. 

2) Reviewing a Petition to Make Special based on "rigidly comparing" claims to an 
allegedly infringing device, is a finding that the claims are clear enough to be statutory. 

3) Rejecting a claim over prior art is a concession that the claim is clear enough to compare 
to the prior art, and therefore is a finding that the claim is clear enough to be statutory. 

4) Where the Office Action does not propose any "improved mode of definition" for the 
disputed claim term, a claim cannot be rejected under Section 1 12, second paragraph. 

5) The Office Action in this case (i) has not established a prima facie case that the claim 
terms "advanced natural language screening technology" and "as many linking levels as 
desired" are vague; and (ii) has established a prima facie case that the claim terms 
"advanced natural language screening technology" and "as many linking levels as 
desired" are statutory. 

6) Issuing a Notice of Allowance reciting specific factual findings precludes the Office 
fi"om later contesting those facts. 

7) TAYLOR does not teach "a filter that can search a web page to identify in said web page 
the presence or absence of specifically defined professional qualifications." TAYLOR 
does not teach "an e-mail address extractor that can extract an e-mail address from said 
web page." TAYLOR does not incorporate by reference the disclosure of the 1995 
monster.com website. 

8) A claim may not be rejected based on a reference not of record. The disclosure of the 
1995 monster.com website is not of record. 

9) A claim may not be rejected based on unsupported Official Notice, where the Applicant 
demands an Affidavit of References. 

All pending rejections must therefore be withdrawn. 
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Applicant notes this application was filed in 1996. Since that time, the prosecution has 
entailed perhaps half a dozen Office Actions, reviewing several dozen patent and non-patent 
references. This case will not benefit from further examination nor other Office delay. 

Please find enclosed (i) a Notice of Appeal; (ii) two additional copies of this Appeal 
Brief; and (iii) a Fee Transmittal Form with the appropriate fees. 
Respectfully submitted, 

Marie POHL, Reg. No. 35,325 
19 -November 2002 . 

Pharmaceutical Patent Attorneys LLC 

POHL & Assoc. 
55 Madison Avenue, 4th floor 

Attention : Mark POHL (P 4014) 
Morristown, NJ 07960-6397 USA 

Direct: Mark. Pohl@LicensingLaw. Net 
a+1 (973) 665-0275 



X:\Diedre\ 09.897,826 Appeal Brief.doc 
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CLAIMS 

I claim: 

1. A system for locating an individual with specifically defined 
professional qualifications, the system comprising: 

a, a filter that can search a web page to identify in said web 

page the presence or absence of specifically defined professional 

qualifications , and 

b. an e-mail address extractor that can extract an e-mail address 
from said web page. 

2. The system of claim 1, wherein said filter can sort a plurality of 
web pages and calculate a score for each said web page, 

3. The system of claim 2, further comprising: 

c. means for sending an e-mail to said extracted e-mail address. 

4 .. The system of claim 3, wherein said filter generates a score for said 
web page, and wherein said means for sending e-mail automatically sends an 
e-mail to said extracted e-mail address if said score for said web page 
satisfies a predetermined threshold value. 

5. The system of claim 4, wherein said e-mail comprises data on a job 
opportuniry . 

6. A method for locating an individual with a specifically defined 
professional qualification, the method comprising: 

a. locating a web page which contains text identifying said 
professional qualification; 

b. for web pages containing said text identifying said 
professional qualification, extracting from said web page an e-mail 
address . 
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V. The method of claim 6, further comprising: 

c. sending an e-mail to said extracted e-mail address. 

8. The method of claim 7, wherein said e-mail comprises data on a job 
opportunity. 

9. The method of claim 8, wherein said e-mail address extracting further 
comprises extracting e-mail addresses from linked web pages, to as many 
linking levels as desired. 

10. The method of claim 9, wherein said text identifying said 
professional qualification comprises a keyword or Boolean combination of 
keywords . 

11. The method of claim 10, further comprising screening said web page 
using advanced natural language screening technology. 

12. The method of claim 11, wherein said advanced natural language 
screening technology comprises rules to identify resumes • 

13. A system for locating an individual with a specifically defined 
professional qualification, the system comprising: 

a. a web page locator which can locate a web page containing text 
identifying said professional qualification; 

b. an e-mail address extractor. 

14. The system of claim 13, further comprising: 

c. means for sending an e-mail to an extracted e-mail address. 

15. The system of claim 14, wherein said e-mail comprises data on a job 
opportunity. 

16. The system of claim 15, wherein said e-mail address extractor can 
extract e-mail addresses from linked web pages, to as many linking levels 
as desired. 
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17. The system of claim 16, wherein said text identifying said 
professional qualification comprises a keyword or Boolean combination of 
keywords . 

18. The method of claim 17, further comprising screening said web pages 
using advanced natural language screening technology. 

19. The method of claim 18, wherein said advanced natural language 
screening technology comprises rules to identify resumes. 
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